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DETAILED ACTION 

1. This action is responsive to communications: amendment filed on 06/29/06 to application 
filed on 09/30/03, which has the benefit of prior provisional filed on 05/19/03. 

2. Claims 1, 9, 1 1, 13, 29, 31 are currently amended. 

3. Claims 1-34 are pending in the case. Claims 1, 13, 29 and 31 are independent claims. 

4. The objection of claims 9 and 1 1 as having typographical error have been withdrawn as 
necessitated by the amendment. 

5. The rejection of claims 29-20 under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention, have been withdrawn as necessitated by the 
amendment. 

6. The rejections of claims 1-11 and 29-30 under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter, have been withdrawn as necessitated 
by the amendment. 

Claim Rejections - 35 USC §101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

8* Claim 12 remain rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Regarding claim 12, which is dependent on claim 1, this claim is for a computer- 
readable medium having computer executable instructions for performing the method of claim 1. 
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However, application's specification indicates that computer-readable medium includes "carrier 
wave" (see applications' specification, pages 8, line 8 - page 9, line 8), which does not fall 
within a statutory categoiy of invention. Therefore, claim 12 is not statutory subject mater under 
35. U.S C 101. 

Claim Rejections - 35 USC §102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 13, 15, 17, 21-23, 26-28 and 31-32 remain rejected under 35 U.S.C 102(b) 
as being anticipated by Hendriks et aL, US 2003/0163525 Al, filed 02/22/02. 

Regarding independent claim 13, Hendriks teaches the steps of: 

- an annotation device that is a client of the server, the annotation device including an 
annotation program that manages ink annotations input by an author and includes at 
least one operating mode in which the input ink annotations are to be published 
(Hendriks; fig.3, [0032], [0038]; a client inputs ink annotations into public recording 
field 1 and sends to a server for distributing to other clients; "Annotations entered in 
the recording field are public and distributed to all users"); and 

- a send mechanism that sends the published ink annotations to a server for distribution 
to other clients, the published ink annotations identified as public and selectively 
published to at least one client and not published to at least on other client (Hendriks; 
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fig.3; [0031], [0035], message(s)/annotation(s) are sent to clients who joined the same 
instant message (IM) topic of interest and not sent to other clients who joined to 
different IM session). 

Regarding claim 15, which is dependent on claim 13, Hendriks teaches the annotation 
program displays a page of a publication, and wherein the ink annotations are receive in 
association with the displayed (Hendriks, figure 3 and 6; [0031]-[0032]; client annotates the 
document image in parallel with the display of predefined form in public field 1, wherein the 
predefined form is one page form). 

Regarding claim 17, which is dependent on claim 15, Hendriks teaches the annotations 
program includes at least one other operating mode in which received ink annotations are private 
(Hendriks, fig.3, [0032], private ink area, such as input field 15 for previewing handwritten 
strokes). 

Regarding claim 21, which is dependent on claim 13, Hendriks teaches 
wherein one operating mode in which received ink annotations are to be published comprises a 
graffiti page canvas mode in which annotations are distributed by the server to any other client 
(Hendriks, fig.6, [0032], [0035], [0038]; ink annotations entered in public record field 1 are 
distributed by the server to any other client). 
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Regarding claim 22, which is dependent on claim 13, Hendriks teaches the annotation 
device includes a receive mechanism that receives annotations published by at least one other 
client and provides those annotations to the annotation program for presentation (Hendriks, 
[0035], [0048], [0039]; server receives the annotations from a user and distributes to other user's 
computer for viewing and/or annotation). 

Regarding claim 23, which is dependent on claim 21, Hendriks teaches the annotations 
device combines the received published annotations with the annotations input by the author for 
displaying to that author (Hendriks, fig.3; [0035], [0048], [0039]; a user selects a published 
annotation to add new annotations on public filed 1, which is displayed on user computer). 

Regarding claim 26, which is dependent on claim 13, Hendriks teaches the received 
annotations correspond to a graffiti mode in which any client receives data from any publisher 
that is operating in the graffiti mode (Hendriks, [0032], [0035]; ink annotations entered from any 
author in public record field 1 of a session are distributed by the server to any other client who 
joined in the session). 

Regarding claim 27, which is dependent on claim 13, Hendriks taches the annotation 
device further comprises a mechanism for subscribing to receive the public annotations of 
another user (Hendriks, [0031], the user joins to interest group). 
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Regarding claim 28, which is dependent on claim 13, Hendriks teaches the annotation 
device further comprises a mechanism for filtering which annotations are presented (Hendriks, 
fig.3, "Search" button; [0050]; searching annotations based on timeline and content) 

Regarding independent claim 31, Hendriks teaches the steps of: 

- a first annotation device having a first annotation program thereon on which an author 
inputs public annotation data, the annotation data input by the author identified as 
public and selectively published to at least one client an not published to at least one 
other client (Hendriks; fig.3, [0031], [0032], [0038]; a client inputs ink annotations 
into public recording field 1 and sends to a server for distributing to other clients; 
"Annotations entered in the recording field are public and distributed to all users" 
who joined the same instant message (IM) topic of interest and not sent to other 
clients who joined to different IM session); 

- a second annotation device having a second annotation program thereon which 
outputs annotation data (Hendriks; fig.3; [0032], [0035], each participant is able to 
annotate in recording field and press " "Send" button cause the input to be sent to the 
server for distribution among session participants" for viewing and annotation); 

- a server that receives the public annotation data from the first annotation device and 
sends the public annotation data to the second annotation device for output via the 
second annotation program (Hendriks; fig.3; [0031], [0035], " "Send" button cause 
the input to be sent to the server for distribution among session participants"). 



Application/Control Number: 10/676,366 Page 7 

Art Unit: 2178 

Regarding claim 32, which is dependent on claim 31, Hendriks teaches the first 
annotation program outputs annotation data, the second annotation program inputs other public 
annotation data, and wherein the server receives the other public annotation data from the second 
annotation device and send the other public annotation data to the first annotation device for 
output via the first annotation program (Hendriks; fig.3; [0032], [0035], each participant is able 
to annotate in recording field and press " "Send" button cause the input to be sent to the server 
for distribution among session participants"). 

11. Claims 29-30 are rejected under 35 U.S.C. 102(b) as being anticipated by Gupta et 
al., US 6,484,156 Bl, filed 1999. 

Regarding independent claim 29, Gupta teaches the steps of: 

- a first set of data representative of authors of published annotations (Gupta, fig. 6; 
col. 10, line 46 - col. 1 1 , line 30; level (3) representative of professors (identifier 227) 
of published annotations); 

- a second set of data corresponding to each author and corresponding to each author's 
respective published annotation data (Gupta, fig.6; col. 10, line 46 - col 11, line 30; 
each professor (identifier 227) in level (3) corresponding to annotations in level (1)); 
and 

- wherein a request directed towards the published annotation data of a selected author 
in the first set of data is provided so that annotations corresponding to the selected 
author are accessed (Gupta, fig.6; col. 10, line 46 - coll 1, line 30; "by referencing 
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group identifier 227, all annotations for all of class taught by the professor 
represented by group identifier 227 can be accessed"). 

Regarding claim 30, which is dependent on claim 29, Gupta teaches a third set of data 
representative of any subscriber of each author (Gupta; col.9, lines 20-29; col. 15, lines 23-27). 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

13. Claims 1, 2, 5-6, 10 and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Martin , US 5,909,213, filed 11/28/97 in view of Barsness et al., US 
2004/0201633 Al, filed 09/13/01. 
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Regarding independent claim 1, Martin teaches the steps of: 

- receiving annotation data of an author, the annotation data identified as public data 
and automatically sent from an author's device for publishing (Martin, col.l, lines 44- 
61; col. 5, lines 1-10 and lines 40-48; user selects tools to draw, type or highlight 
annotations or objects in application public workspace. Such highlight are received 
and published to other conference participants on a network); and 

- distributing the annotation data to at least one device of at least one recipient 
subscriber (Martin, col. 5, lines 7-1 1 and lines 46-48; distributing the highlight to at 
least one user's computer who joins to the conference). 

Martin teaches annotation data, such as draw, type or highlight. However, Martin does 
not explicitly disclose the annotation data is handwritten. 

Barsness teaches annotation data is handwritten strokes corresponding to a page of a 
publication (Barsness, [0033], [0050], handwritten annotation). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Barness's handwritten notes into Martin's annotation, 
since the combination would have provide different kinds of annotations, such as text, object, 
drawing, image, or/and handwritten corresponding to a page of a publication. 

Regarding claim 2, which is dependent on claim 1, Martin does not explicitly disclose 
annotation data comprises handwritten strokes corresponding to a page of a publication. 

Barsness teaches annotation data is handwritten strokes corresponding to a page of a 
publication (Barsness, [0033], [0050], handwritten annotation). 
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It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Barsness' handwritten notes into Martin's annotation, 
since the combination would have provide different kinds of annotations, such as text, object, 
drawing, image, or/and handwritten corresponding to a page of a publication. 

Regarding claim 5, which is dependent on claim 1, Martin teaches wherein distributing 
the annotation data to at least one recipient subscriber comprises combining the annotation data 
with other annotation data on a graffiti page (Martin, col. 5, lines 7-11, lines 46-48; entered 
annotations from users in application public workspace are combined, such as highlighting an 
image or object is displayed and shared with other conference participants throughout entire 
conference). 

Regarding claim 6, which is dependent on claim 5, Martin teaches receiving annotation 
independent of any page of a publication (Martin, col. 5, lines 20-29; in private mode, annotation 
is visible and stored in local user computer only). However, Martin does not teach handwritten 
strokes. 

Barsness teaches annotation data is handwritten strokes (Barsness, [0050], handwritten 
annotation). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Barsness 5 handwritten notes into Martin's annotation, 
since the combination would have provide different kinds of annotations, such as text, object, 
drawing, image, or/and handwritten for the user to annotate. 
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Regarding claim 10, which is dependent on claim 1, Martin teaches persisting the 
annotation data (Martin, col. 5, lines 7-11, lines 30-48; fig. 1 1; annotation persists on conference 
participants' computers for displaying and sharing among conference participants' coniputers 
and one of conference participants is able to annotate in application private workspace as private 
notes which are not shared and displayed to other conference participants). 

Claim 12 is for a computer-readable medium having computer executable instructions 
performing the method of claim 1 and is rejected under the same rationale (In order to perform 
the steps of receiving and distributing the annotation data of claim 1 in a computer conference 
system, executable instructions must stored in the computer). 

14. Claims 3-4 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Martin in view of Barsness as applied to claims 1 and 10, and further in view of 
McArdle et aL, US 5,859,974, filed 07/08/06. 

Regarding claim 3, which is dependent on claim 1, Martin teaches combining the 
annotation data with other annotation data on a graffiti page (Martin, col. 5, lines 7-11, lines 46- 
48; entered annotations from users in application public workspace are combined, such as 
highlighting an image or object is displayed and shared with other conference participants 
throughout entire conference). 

However, Martin does not explicitly teach combining the annotation data with other 
annotation data on a shared canvas. 



Application/Control Number: 10/676,366 Page 12 

Art Unit: 2178 

McArdle teaches combining the annotation data with other annotation data on a shared 
canvas that is per-page corresponding to a page being presented (McArdle, col. 5, lines 58-65; 
entered annotations from users in plurality pages in application public workspace are combined, 
displayed and shared with other conference participants by per-page corresponding to a page 
being presented). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined McArdle' s teaching and Martin's teaching to annotate on 
a shared canvas, since the combination would have provided Martin's single page as well as 
McArdle' s plurality of pages in a conference to share annotations among conference participants. 

Regarding claim 4, which is dependent on claim 3, refer to the rationale relied to reject 
claim 3, the limitation of "the shared canvas corresponds to a page of a publication, and wherein 
receiving annotation data comprises receiving annotation corresponding to the" is included. The 
rationale is incorporated herein. However, McArdle does not explicitly disclose the annotations 
are handwritten strokes. 

Barsness teaches annotation data is handwritten strokes corresponding to a page of a 
publication (Barsness, [0033], [0050], handwritten annotation). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Barness's handwritten notes into Martin's annotation, 
since the combination would have provide different kinds of annotations, such as text, object, 
drawing, image, or/and handwritten corresponding to a page of a publication. 
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Regarding claim 11, which is dependent on claim 10, Martin does not explicitly teach 
receiving data corresponding to a page of a publication, and wherein persisting the annotation 
data comprises persisting the annotation data in association with the page. 

McArdle teaches receiving data corresponding to a page of a publication, and wherein 
persisting the annotation data comprises persisting the annotation data in association with the 
page (McArdle, figures 4 and 5 col.5, line 58 - col.6, line 3; col. 6, lines 50-53; col.9, lines 40-49; 
the user is able to view and manipulate annotation data in each page of a page list in application 
public workspace so that manipulated annotation data is stored in the page list for 
sharing/viewing or manipulate by other conference participants' by selecting a public page 
within public tabs 430). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined McArdle' s teaching and Martin's teaching to persist 
annotation data in association with a page of a publication, since the combination would have 
provided Martin's single page as well as McArdle' s plurality of pages in a conference to share 
annotations among conference participants. 

15. Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Martin in view of Barsness as applied to claim 1 above and further in view of Rothrock et 
aL, US 5,729,687, filed 12/20/93. 

Regarding claim 7, which is dependent on claim 1, Martin does not teaches accessing a 
list of subscriber users, and sending the annotation data to at least one subscriber user in the list. 
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Rothrock teaches accessing a list of subscriber users, and sending the annotation data to 
at least one subscriber user in the list (Rothrock, col.7, lines 23-44; col. 8, lines 44-50). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Rothrock's teaching into Martin's teaching to access a list 
of subscriber user, since the combination would have distributed annotations into subscriber user 
using the list. 

Regarding claim 8, which is dependent on claim 7, Martin does not explicitly teach 
automatically updating a subscriber. 

Rothrock teaches automatically updating a subscriber (Rothrock, coL7, lines 23-41; coL8, 
lines 36-56; col. 10, lines 11-18; adding join participant into participant list so that meeting 
information is synchronized between conference participants). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Rothrock's teaching and Martin's teaching to update a 
subscriber, since the combination would have maintained the meeting information 
synchronization between conference participants that include the newly joining participant. 

Regarding claim 9, which is dependent on claim 7, Martin does not teach receiving a 
request from a computing device corresponding to a subscriber user, and wherein sending the 
annotation data comprises providing the annotation data in response to the request. 

Rothrock teaches receiving a request from a computing device corresponding to a 
subscriber user, and wherein sending the annotation data comprises providing the annotation data 
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in response to the request (Rothrock, col.7, lines 54-67 and col.8, lines 13-23; conference 
participant requests for viewing or manipulate the annotation information in particular page 
using page list). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Rothrock's teaching and Martin's teaching to provide 
annotations in response to the user request, since the combination would have provided the 
annotation automatically when one page is discussed in a conference as well as in response to a 
user request when there are plurality of pages in the conference. 

16. Claims 14 and 33 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hendriks as applied to claims 13 and 31 above, and further in view of Hendler et al., 
US 2002/0042833 Al, filed 12/29/00. 

Regarding claim 14, which is dependent on claim 13, Hendriks does not explicitly teach 
the send mechanism comprises a background send thread of the annotation device. 

Hendler teaches background process/thread is used to send data to a server while client 
computer is executing another process (Hendler, [0087]; "while the client computer 410 is 
executing a first module, a background process may send control data 415 to a server"). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Hendler' s teaching and Hendrik's teaching to include a 
background thread/process to send data (annotation) to the server, since the combination would 
have allowed the user to interact with annotation program while sending annotations, such as 
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instead of waiting sending process is completed in order to write another annotation, the user is 
able to write another annotation while sending a previous annotation. 

Regarding claim 33, which is dependent on claim 31, Hendriks teaches the first 
annotation device sends the public annotation data to the server (Hendriks, [0035]). However, 
Eintracht does not explicitly teach a background thread is used to send the annotation to the 
server. 

Hendler teaches background process/thread is used to send data to a server while client 
computer is executing another process (Hendler, [0087]; "while the client computer 410 is 
executing a first module, a background process may send control data 415 to a server"). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Hendler' s teaching and Hendriks' teaching to include a 
background thread/process, since the combination would have allowed the user to interact with 
annotation program while sending annotations, such as instead of waiting sending process is 
completed in order to write another annotation, the user is able to write another annotation while 
sending a previous annotation. 

17. Claims 16, 19, 20 and 25 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hendriks as applied to claims 13 and 15 above, and further in view of 
Rothrock et al., US 5,729,687, tiled 12/20/93. 

Regarding claim 16, which is dependent on claim 15, Hendriks teaches wherein the send 
mechanism provides an identity of the author and ink data corresponding to the ink annotations 
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to the server (Hendriks, figures 5 A, 5B and 5C, "Bob's annotation ink", "The house Bob circled" 
and "Bob's annotation stroke data" are sent to server in order to distributing to other clients). 

However, Hendriks does not explicitly disclose sending an identifier of the page of the 
publication to the server. 

Rothrock teaches page identifier is used in a page list to provide annotation when the user 
request for viewing or manipulating (Rothrock, col.7, lines 54-67 and col.8, lines 13-23; 
conference participant requests for viewing or manipulate the annotation information in 
particular page using page list which contains page identifiers). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Rothrock 5 s teaching and Hendriks' teaching to send the 
page identifiers of a publication or form for storing in the server, since the combination would 
have allowed the user to retrieved annotations based on each page of the form or publication to 
distribute to the user. 

Regarding claim 19, which is dependent on claim 13, Hendriks teaches one operating 
mode in which received ink annotations are to be published comprises a presentation in which 
annotations are distributed by the server to subscriber (Hendriks, figure 3 and 6; [0031]-[0032]; 
client annotates the document image in parallel'with the display of a predefined form in public 
field 1. The annotations are distributed to a group of users by the server). However, Hendriks 
does not explicitly teach a presentation page notation mode. 

Rothrock teaches one operating mode in which received annotations are to be published 
comprises a presentation page notation mode in which annotations are distributed to subscriber 
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(Rothrock, col.7, lines 54-67; col.7, lines 54-67 and col. 8, lines 13-23; conference participant 
requests for viewing or manipulate the annotation information in particular page using page list 
which contains page identifiers). 

Regarding claim 20, which is dependent on claim 13, Hendriks does not disclose 
wherein one operating mode in which received ink annotations are to be published comprises a 
shared canvas mode corresponding to a publication page in which annotations are distributed by 
the server to any other client in association with that publication page. 

Rothrock teaches wherein one operating mode in which received ink annotations are to 
be published comprises a shared canvas mode corresponding to a publication page in which 
annotations are distributed to any other client in association with that publication page 
(Rothrock, col.7, lines 54-67; col.7, lines 54-67 and col.8, lines 13-23; entered annotations from 
users in plurality pages in application public workspace are combined, displayed and shared with 
other conference participants by per-page corresponding to a page being presented). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Rothrock's teaching and Hendriks' teaching to annotate 
on a shared canvas, since the combination would have provided one page per conference as well 
as plurality of pages per conference to share annotations among conference participants. 

Regarding claim 25, which is dependent on claim 13, Hendriks does not teach the 
received annotations correspond to a shared canvas mode in which any client receives data from 
any other annotations publisher in association with a publication page. 
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Rothrock teaches the received annotations correspond to a shared canvas mode in which 
any client receives data from any other annotations publisher in association with a publication 
page (Rothrock, col.7, lines 54-67; col.7, lines 54-67 and col.8, lines 13-23; entered annotations 
from users in plurality pages in application public workspace are combined, displayed and shared 
with other conference participants by per-page corresponding to a page being presented). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Rothrock 5 s teaching and Hendriks' teaching to annotate 
on a shared canvas, since the combination would have provided one page per conference as well 
as plurality of pages per conference to share annotations among conference participants. 

18. Claim 18 remains rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hendriks as applied to claim 13 above and further in view of Kloubakov et aL, US 
2002/0103708 Al, filed 01/30/02. 

Regarding claim 18, which is dependent on claim 13, Hendriks does not teach the 
annotations program provides at least one warning to the author when the operating mode is one 
in which the input ink annotations are to be published. 

Kloubakov teaches different user interface modes are available for a user to activate and a 
visual indicator tells the user that particular user interface mode is activate (Kloubakov, [007]- 
[0008]). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Kloubakov' s teaching and Hendriks' teaching to provide 
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a visual indicator for public and/or private field when such field is activate, since the 
combination would have indicated the user what field the annotation is entered. 

19. Claims 24 and 34 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hendriks as applied to claim 21 above and further in view of Nakai et al., US 
6,170,016 Bl, filed 12/09/98. 

Regarding claim 24, which is dependent on claim 21, Hendriks does not explicitly teach 
the receive mechanism comprises a background receive thread. 

Nakai teaches background process/thread is used to receive data in (Nakai, col.3, lines 

44-50). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Nakai' s teaching and Hendrik's teaching to include a 
background thread/process to receive data (annotation) from the server, since the combination 
would have allowed the user to interact with annotation program while receive annotations, such 
as instead of waiting receiving process is completed in order to write another annotation, the user 
is able to write another annotation while receiving a annotation from other user. 

Regarding claim 34, which is dependent on claim 31, Hendriks teaches a process on the 
second annotation device that receives the public annotation data from the server (Hendriks, 
[0035], participant's device receives annotation). However, Hendriks does not explicitly teach a 
background thread is used to receive the annotation from the server. 
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Nakai teaches background process/thread is used to receive data (Nakai, coL3, lines 44- 

50). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Nakai' s teaching and Hendriks' teaching to include a 
background thread/process to receive data (annotation) from the server, since the combination 
would have allowed the user to interact with annotation program while receive annotations, such 
as instead of waiting receiving process is completed in order to write another annotation, the user 
is able to write another annotation while receiving a annotation from other user. 

20. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chastain et al., US 2003/0009459 Al, filed 07/06/01, in view of Altman , US 2004/0163042 
Al, filed 02/17/04. 

Regarding independent claim 29, Chastain teaches the steps of: 

- a first set of data representative of authors of published annotations (Chastain, fig. 7, 
boxes 740 and 750; [0041]; user selects an author from authors for viewing notes); 

- wherein a request directed towards the published annotation data of a selected author 
in the first set of data is provided so that annotations corresponding to the selected 
author are accessed (Chastain, fig.7, boxes 740 and 750; [0041]; notes corresponding 
to selected author are received for viewing). 

Chastain does not explicitly disclose a second set of data corresponding to each author 
and corresponding to the published annotation data of that author and the notes are accessed 
from the second set of data. However, in order to retrieve notes of the selected author for 
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viewing, stored annotations corresponding to selected author must be related to each other and 
accessed. 

Altaian teaches a second set of data for each author and each page corresponding to 
annotation data of that author and annotation data for particular page are retrieved from the 
second set of data (Altman, fig. 6, [0042]; corresponding author ("Creator") who creates note and 
"Page_No" with annotation data ("Note") so that annotations for particular page are retrieved). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Altman's teaching and Chastain's teaching to include the 
second set of data, since the combination would have allowed the user to view annotations based 
on particular page as well as particular author. 

21. Claim 30 remains rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chastain in view of Altman as applied to claim 29 above and further in view of Bose et al., 
US 2002/0042830 Al, filed 04/02/01. 

Regarding claim 30, which is dependent on claim 29, Chastain teaches a set of data 
representative of any subscriber (Chastain, fig. 6; [0037]; new note is sent to subscribers in a 
"Poetry Book Club"). However, Chastain does not explicitly disclose subscriber of each author. 

Bose teaches each author has corresponding subscriber (Bose, [0087], [0090]; a CS101 
teacher send message to corresponding subscribers using "CSlOl-Group"). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have combined Bose's teaching into Chastain's teaching to maintain a list 
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of subscriber for each author, since the combination would have allowed the user to send notes 
written by an author to corresponding subscriber. 

Response to Arguments 
22. Applicant's arguments filed on 06/29/06 have been fully considered but they are not 
persuasive. 

Applicants argue with respect to claim 1, 5, 10 and 12 that "[c]laim 1 has been amended 
to recite receiving handwritten annotation data and this is clearly a concept that is not taught by . 
Martin" (Remarks, page 15, second paragraph). 

However, the combination of Barsness and Martin teaches such limitation as explained in 
the rejection above. 

Applicants argue with respect to claims 13, 15, 17, 21-23, 26-28 and 31 that "Hendriks 
cannot distinguish among the connected users such that any annotation data that is published will 
necessarily be sent to each and every client connected to the network of users" (Remarks, page 
17 and page 19, second paragraph). 

This is not persuasive. Hendriks teaches message(s)/annotation(s) in public field 
identified as public data so that such data are sent to clients who joined the same instant message 
(IM) topic of interest and not sent to other clients who joined to different IM session (Hendriks, 
[0031], [0035]). 
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Applicants argue with respect to claims 2-4, 6-9 and 1 1 that "[o]ffice action has failed to 
establish a prima faci case for obviousness" and "Barsness, McArdle and/or Rothrack ... none of 
these references make up for the deficiencies of Martin" (Remarks, pages 21). 

This is not persuasive. Both Barsness and Martin teach annotation data and distributing 
annotation data to other users/clients. Therefore, the combination would have provided different 
kinds of annotations, such as text, object, drawing, image, or/and handwritten for Martin's 
system. 

Applicants argue with respect to claims 14, 16, 18-20 and 33-34 that "Hendler, Rothrack, 
Kloubakov, and/or Nakai . . . none of these references make up for the deficiencies of Martin" as 
amended of claim 13 (Remarks, page 21, last paragraph - page 22, first paragraph). 

However, Hendriks the amended limitation of claim 13 as explained above. 

Applicants argue with respect to claims 29-30 that "[ojflfice action has failed to establish 
a prima faci case for obviousness" (Remarks, page 23). 

This is not persuasive. Both Chastain teaches creating annotations and storing 
annotations for retrieving. Chastain teaches querying and retrieving annotations corresponding a 
selected author for viewing. This indicates that the stored annotations corresponding to selected 
author must be related to each other and accessed. Altman teaches a second data corresponding 
to each author and corresponding to each author's annotation data (Altman, fig.6, [0042]). 
Altman teaches the user is able to querying stored annotations/notes based on page number 
associated with annotations/notes. It would have been obvious to a person of ordinary skill in 
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the art at the time the invention was made to have combined Altaian's teaching and Chastain's 
teaching to include the second set of data, since the combination would have allowed the user to 
retrieve annotations based on particular page as well as particular author/creator by accessing the 
second set of data in database as Altman disclosed. 

It is noted that claims 29-30 also rejected under Gupta et al. as explained in the rejection 

above. 

Conclusion 

23. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thu V. Huynh whose telephone number is (571) 272-4126. The 
examiner can normally be reached on Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen S. Hong can be reached on (571) 272-4124. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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